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DISTRICT COURT OF THE UNITED STATES 
GoRHAM Mec. Co. v. F. & M. WEIN TRAUB. 
Southern District of New York, May 10, 1912. 


1. TRADE- MARK—VALIDITY. 

A mark consisting of a lion passant, an anchor, and the letter G, 
and being the British hall-mark of the Birmingham assay office, may be 
properly appropriated by an American manufacturer as a trade-mark, 
to distinguish goods of his make, there being no evidence to show that 
the mark was known in the United States, prior to its adoption and 
use by the complainant as a trade-mark. The use or significance of 
the mark in Great Britain is not material to the question of its validity 
as a trade-mark in this country 

2. TrRADE- MARK—EFFEcT or ENGLISH STATUTE. 

The English law relative to hall-marks can not be given an ex 
tra-territorial effect in the United States to affect a trade-mark adopted 
and made known in this country as designating the goods of a par- 
ticular manufacturer 

3. REGISTRATION—EFFECT ON Common LAw RIGHTs. 

The rights of the owner of a common law trade-mark are not 
lessened or impaired by the fact that he has registered a mark embody 
ing a part only of the features included in the trade-mark as used and 
claimed. 


In Equity. On final hearing. For decision on motion for 


preliminary injunction, see 176 Fed. Rep., 927. 


Wessrs. Mason, Fenwick & Lawrence (L. L. Morill and 
Hugo Mock, of counsel), for complainant. 
Benno Loewy, for defendants. 
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Haze, J.—The bill of complaint charges the infringement of 
complainant’s trade-mark consisting of the figure of a lion, the 
representation of an anchor, and the capital letter G in old Eng- 
lish, by the defendants, who are co-partners and citizens of the 
state of New York. The bill alleges that beginning in 1831 
the predecessors of the complainant, successive partnerships— 
conducted the manufacture of solid or sterling silverware in 
Providence, R. I., and that subsequently the business was con- 
ducted by the Gorham Co., a co-partnership, which in 1863 was 
succeeded by the Gorham Mfg. Co.—the complainant—a citizen 
of the state of Rhode Island. It is alleged that, continuously 
and without interruption for a period of 56 years, the solid or 
sterling silverware of the complainant and its predecessors was 
conspicuously marked or stamped with said trade-mark to desig- 
nate the particular kind of silverware manufactured by it; that 





such trade-mark was at all times displayed upon its silverware, 
circulars, advertisements, trade publications, and other printed 
matter as a result of which the Gorham Mfg. Co. became exten- 
sively and favorably known throughout this country as a manu- 
facturer of silverware of the highest quality; and that complain- 
ant’s predecessors were the first in the United States to use said 
trade-mark upon silverware. The said allegations of the bill are 
fairly sustained by the proofs. 


ORG 

COMPLAINANT'S MARK DEFENDANT'S MARK 

The use of such mark by the defendants in connection with 
the sale of their products is not denied. The principal defenses 
are: (1) that the three symbols—the lion passant, the anchor, 
and the old English letter G—in juxtaposition, form an English 
hallmark, and therefore can not be adopted in this country as a 
valid trade-mark; (2) that complainant’s marks are not used to 
indicate the origin or ownership of the articles to which they 
are affixed, but for the purpose of identifying the class or quality ; 


(3) that a trade-mark consisting of a combination of the figures 
and letter G in suit is a violation of the treaties between Great 
Britain and the United States; and (4) non-infringement. 
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The defenses in their entirety are not only novel, but ex- 
tremely interesting, and are asserted by counsel for the defend- 
ants with vigorous elaboration. But in the view taken of this 
case, the principal question arising on the merits is whether the 
complainant has the legal right to enforce its asserted common 
law trade-mark claimed to have been exclusively applied by it, 
first to articles of standard coin silver, and since 1868 to those 
of sterling quality. Had the complainant the right for the pur- 
pose of designating silverware of a certain grade to adopt and 
use the three symbols, the lion passant, the anchor, and the capital 
letter G, which were the facsimile of a prior British hallmark 
of the Birmingham assay office? Before dwelling upon the evi- 
dence contained in a voluminous record, the general rule may be 
stated that anyone has the unquestionable right to make his 
merchantable commodities known to the purchasing public by 
attaching thereto a name, mark, or device not previously used 
by another on commodities of the same general kind or descrip- 
tion. Such device must be for the purpose of enabling the user 
to impart to the salable article to which it is affixed an unmis- 
takable characteristic, to the end that there may be positive identi- 
fication and differentiation from articles of a similar character 
produced by another. But if the mark or device originated and 
used by one is afterwards adopted and used on similar articles 
by another to create the impression that such articles were manu- 
factured or sold by the former, then obviously a fraud or decep- 
tion is practised upon the public by the latter, such as a court of 
equity will restrain. /anhattan Medicine Co. v. Il’ood, 108 U.S., 
218; Browne on Trade-Marks, pp. 101-162. 

The claim of the defendant that the trade-mark was really 
adopted to identify the class or auality of the silverware and not 
its ownership or origin is not substantiated by the evidence. 
Therefore I conceive that the crucial questions arising from the 
alleged infringement of the trade-mark are: (1) whether its 
adaptation as early as 1859, as appears by the proofs, and con- 
tinuous use in this country by the complainant down to the pres- 
ent time were in fact an appropriation of a British hallmark 
or the essential parts thereof, and therefore not subject to a valid 
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trade-mark; and (2) whether such hallmark at the time of its 
simulation by complainant had achieved a reputation in this 
country such as would mislead the public when buying complain- 
ant’s silverware into believing it was buying hallmarked ware. 

A temporary injunction was granted herein by Judge La- 
combe (176 Fed., 927) restraining the defendants from using 
the trade-mark in controversy. The application was heard and 
considered upon a record which was not materially different 
from that which is now before this court save perhaps for the 
interposition of the British government, the arguments submitted 
by it, and the refusal by the patent office to register complainant’s 
trade-mark —matters to which reference will later be made in 
this opinion. In granting the injunction, Judge Lacombe in 
broad terms expressed the opinion that a manufacturer or dealer 
in silverware in the United States is not precluded from adopt- 
ing as a trade-mark an impression made up of three marks or 
symbols, by the fact that placed side by side they would indicate 
to a buyer of English silverware that the article so marked was 
sterling ware made in the city of Birmingham in 1831. The 
learned court said that when the dealer “has used the particular 
combination on his ware made in this country for upwards of 
forty years, and the same has been accepted by the trade as his 
identifying mark, without imitation by anyone, he is entitled 
to an injunction, at least until final hearing.” 

In Katserbrauerei, Beck & Co. v. J. & P. Balts Brewing Co., 
71 Fed., 695, Judge Dallas decided that a mark of identity affixed 
to a vendible article which could not be lawfully appropriated for 
such purpose in a foreign couniry, could nevertheless be properly 
appropriated and used as a valid trade-mark in the United States. 
The Circuit Court of Appeals for the Third Circuit, affirming 
such decision (74 Fed., 222), held that the provision in the 
treaty with Germany that its citizens living in the United States 
shall receive the same protection as native citizens in matters 
of trade-mark, etc., can not be construed to preclude an alien 
German from acquiring by prior use in this country a trade-mark 
in a particular word though such use would not be allowed in 


Germany. The principle laid down in the cases cited is applicable 
to the case at bar. 
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The evidence conclusively establishes that from the first use 
of the mark it was the intention of the complainant’s predecessors 
to make their silverware of coin and sterling standards favorably 
known to the public by their trade-mark, the lion, the anchor, 
and the letter G, and that in this intention they have been suc- 
cessful. That the lion passant when used as a trade-mark in 
England or elsewhere is expressive of superior workmanship or 
superior quality, and that the anchor is known in England to rep- 
resent the place of manufacture, and that the hallmark is pro- 
tected in England by statute is not enough to deprive the 
complainant of the right to use such features in combination 
with the old English letter G, as its trade-mark in this country. 
Sight should not be lost of the fact that such adoption occurred 
many years since at a time when it may fairly be presumed the 
Birmingham hallmark was little known in the United States. It 
has several times been held by the federal courts that a trade- 
mark used abroad may be adopted by one in this country in con- 
nection with a similar article provided its adoption was in good 
faith. Richter v. Anchor Remedy Co., 52 Fed., 455. And though 
British hallmarks are not strictly trade-marks, this rule is thought 
analogous. 

The circuit court of appeals affirming Richter v. Anchor 
Remedy Co., 59 Fed., 577, held that sale to a limited extent in 
this country by a foreign manufacturer did not amount to such 
use or publicity as would indicate an intention to adopt as a 
trade-mark the marks upon the articles sold. Thus it would ap- 
pear that any limited number of sales in this country, before or 
since complainant’s adaptation, of hallmarked silverware assayed 
in Birmingham, did not absolutely deprive it of the right to 
use a similar emblem upon its vendible wares. Hence, the 
principal questions are whether the complainant originated the 
trade-mark in this country—the place where the articles are 
manufactured and sold, and whether after the exclusive use 
thereof by the complainant for a period of time sufficiently long 
to give the goods so marked a reputation for fineness or quality, 
the defendant by their imitation infringed the same. 

It is not clearly shown that silverware hallmarked at Bir- 
mingham had been imported into this country, or that such hall- 
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mark was distinctively known at the time complainant first 
stamped the three emblems upon its goods. Indeed, the proofs 
are that such combined emblems are understood in this country 
as a badge affirming that the wares are the handiwork of the 
Gorham Mfg. Co. The evidence does not disclose the importa- 
tion into this country of a sufficiently large quantity of silverware 
bearing the insignia of the Birmingham assay office to affect 
the complainant in the prior right to the use of his trade-mark 
as against another citizen of this country who wrongfully simu- 
lates the same and affixes it to an inferior grade of silverware. 
While it is true that the said hallmark is stamped upon silverware 
produced in Birmingham in large quantities and sold in Great 
Britain, yet that fact standing alone is insufficient to preclude 
the complainant from using the mark adopted by it half a cen- 
tury ago, even though the adaptation bears a strong resemblance 
to the Birmingham hallmark, despite the omission of the date 
letter and duty mark which, according to the publications of 
Buck, Jackson, Cripps and Chaffers, accompanied in the author- 
ized Birmingham hallmark, the three emblems previously men- 
tioned. There was introduced in evidence a silver spur which, 
according to the testimony of the witness Westwood, was legally 
hallmarked in the year 1830 or 1831, such mark consisting of the 
said features without, however, having the maker's mark and 
duty mark aligned with the principal emblems. 

Further discussion of the right of the complainant to simu- 
late the Birmingham hallmark for identifying its products makes 
it desirable that I should here state that the British government 
by consul amicus curiae has submitted an able brief in opposition 
to the claims of the complainant, in which it is requested that 
it be determined by the judgment of this court that neither of 
the parties to this litigation can lawfully acquire trade-mark 
rights in the emblems of the lion passant, the anchor, and the 
letter G, on the ground that such insignia is the hallmark of 
the Birmingham assay office. The importance of this question 
thus presented is not underestimated, and indeed so impressed 
by it was the commissioner of patents that he reconsidered the 
application by complainant for registration of the trade-mark 


and held it to be a simulation of the insignia of the British govern- 
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ment which public policy required shou‘d be refused registration. 


The decision of the commissioner of patents is entitled to the 


careful thought which | have given it, but I am not persuaded 


by his reasoning that the trade-mark in controversy is invalid. 


This action is not based on 


any 


federal statute, but is brought by virtue of common law rights 


registration rights under the 


rights obtained because of the uninterrupted use of the mark for 


many years by the complainant in connection with its business, 


and because of rights prescriptive in their nature and superior 


to those of other citizens of this country in the said trade-mark, 


or indeed, as the record sti 
previously obtained by an 
land. The English statute 


inds, 
ther under 
relating 


the 
to 


laws 


hallmarks 


of 


can 


superior even to the rights 
Eng- 


not 


be given extra-territorial effect to bar a trade-mark adopted 


in this country and known to the trade as designating particu- 


lar products of the complain 
Co., 
Kaiserbraueret, Beck & ( 


on. S&S. Baglin 


4 wae 
207 ; 


And in applying the rule 
with propriety quote the 


int. 


v. Cusenier Co., 221 


non-extraterritorial 


U. S., 


effect | 


McLoughlin v. Raphael Tuck 
580 ; 
o.Vv. J. & P. Balts Brewing Co., supra. 
of may 
words of Mr. Justice Hughes in the 


recently decided case of roman v. Ferris, that there is no “indi- 


cation of a purpose to incapacitate British citizens from holding 


their intellectual products s 


ecure 


from 


interference in 


other 


jurisdictions in accordance with the principles of common law.” 


If this were an action by a British subject to enjoin in- 


fringement of the Lirmingham hallmark complaining that his 


pre yperty 


right had been invaded, and it was shown that hall- 


marked silverware had previously been imported into the United 


States, a different question 


would be 


presented 


for 


decision. 


And even in that case something more would be required to 


establish such right than an importation “to a limited extent upon 


to 
Anchor Remedy Co., 
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113 Fed., 468; Tetlow v. 
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customers.” 
Kohler Mfg. Co. Vv. 
MacMahon Pharmacal Co. v. Denver Chem. Mfg. Co., 


Richter 
Beshore, 
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53 


But in a litiga- 


tion between citizens of this country it is to me perfectly plain 


that one can not be permitted to infringe upon the prior rights 


of the other in a trade-mark by the use of which he has built up 
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an extensive trade in a particular commodity. True enough, 
there is evidence showing importations of silverware from Bir- 
mingham since the year 1850, but whether they bore the Birming- 
ham hallmark or some other hallmark does not appear. There 
have been some importations since 1878 bearing the Birmingham 
hallmark, but according to the proofs they were few prior to 
[Sgt, and it nowhere positively appears that silverware contain- 
ing the Birmingham hallmark was imported into the United 
States anterior to complainant’s adoption of such marking. It 
is unnecessary to go with more detail into the evidence relating to 
importations. 

The defendants have urged that to hold the trade-mark 
valid would be a violation of the treaty between the United 
States and Great Britain, and furthermore, that such a monopoly 
would interfere with importations of silverware from England 
and its possessions, but this contention in view of what has been 
said is without merit. It is further argued, and the point pre- 
sented for consideration, that the act of Parliament of 1773, 
relating to hallmarks, was a public act which became operative 
throughout, the colonies and was continued in force by the first 
constitution of the state of New York. It is true enough that 
the first constitution of this state provided that such parts of 
the common law of England, and of the statute law of Great 
Britain, and of the acts of the legislature of the colony of New 
York as formed the law of the colony in the year 1775, should 
constitute the law of this state, etc. But in answer to this con- 
tention it is enough to say that such provision, save as to the 
common law, was not included in subsequent constitutions, and 
therefore is not now the fundamental law of this state; nor are 
the English statutes, under which slverware manufactured in 
England is hallmarked, in force in the United States. 

It next appears that the claim of complainant to an exclusive 
right in the trade-mark in suit was not sustained in an action 
brought in the Exchequer Court of Canada against Ellis & Co., 
and it is insisted by defendants that the principle upon which 
that case was decided applies here. It was not, however, de- 
termined in that case that the use of complainant's trade-mark 


in Canada was unlawful, nor was it held that the statutes of 
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England as to hallmarking, standing alone, were sufficient to 
preclude complainant from enforcing its trade-mark rights in 
Canada. The adverse decision was based upon the fact that 
the birmingham hallmark had been in use in Canada for a con- 
tinuous period prior to complainant’s use. As to whether the 
evidence relating to such prior use in Canada was as meager 
and unsatisfactory as in this case does not appear, but it may 
be presumed, | think, to the contrary, as the learned court re- 
garded the evidence sufficient to establish the claim of antici- 
pation. 

The next inquiry is as to the effect of marks registered by 
the complainant or for which applications for registration were 
filed. It appears that the essential features of one registered 
trade-mark, No. 33,902, affixed to the bill—are three raised panels, 
but the specification however makes clear that each panel has 
on it a representation—on the left panel, a lion; on the central 
panel, an anchor, and on the right panel, the letter G in old 
English, but that both the lion and anchor may be omitted. but 
in view of complainant's reliance on its common law trade-mark 
it is difficult to see how such marks or panels have any relevancy. 
It is unimportant that complainant has registered other trade- 
marks which it applies to articles differing in kind or quality. 
Such additional registered trade-marks were not an abandon- 
ment of complainant's common law trade-mark, and their regis- 
tration has not deprived it of right to protection in the use 
thereof. Layton Pure Food Co. v. Church & Dwight Co., 182 
Fed., 24; Sarlehner v. Eisner & Mendelson, 179 U. S., 19; 
Loonen v. Dietsch, 189 Fed., 487. 

Concededly, the defendants put upon their silver-plated ware 
a simulation of complainant's trade-mark-—the anchor, the lion 
passant and old English letter G, and although proof of confu 
sion is unnecessary (Gannert v. Rupert, 127 Fed., 962), consid- 
eration is nevertheless given the defense of non-infringement in 
treating of defendants’ liability for unfair dealing in trade. It 
is proven that the defendants, with the intention of diverting to 
themselves a portion of the good will of complainant's business, 
have put upon the market and sold a silver-plated ware of tn- 


ferior grade, but of the same general appearance as th 


at of the 
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complainant's solid or sterling ware, and to accomplish their 
purpose have used the complainant’s insignia or trade-mark to 
cause it to be believed that their goods were of the same quality 
as complainant’s. When the defendants put their inferior grade 
of silverware, which has the appearance of complainant's, on 
the market and then brand and stamp it with the anchor, lion and 
letter G, a customer acquainted with complainant’s stamp or 
mark is likely to fall into error and to mistake the defendants’ 
ware for complainant’s. Pillsbury-IVashburn Flour Mills Co. 
v. Eagle, 86 Fed., 608. That the defendants intended to engage 
in competition with complainant and by unfair and dishonest 
means to divert to themselves a part of its business is undeniable, 
actual confusion from the similarity of marking sufficiently ap- 
pearing by the testimony of witnesses Atkins and Falding. The 
affidavit of Frederick Weintraub shows that the firm used vari- 
ous marks on their silver-plated ware which had been given them 
by different dealers for whom the ware was manufactured. 
From such testimony and acts it appears that there was an in- 
tention on the part of the defendants to misrepresent their goods, 
and they must be held to have intended the consequences of their 
acts. Il’on Faber, et al. v. Faber, 124 Fed., 603; Devlin v. Me- 
Leod, 135 Fed., 104; Florence Mfg. Co. v. J. C. Dowd & Ca, 
178 Fed., 73. It is not enough that the defendants sold their 
ware as silver-plated ware and that dealers were fully aware of 
the character thereof. Puillsbury-IVashburn Flour Mills Co. v. 
Eagle, supra. 

Other questions have been argued, but in view of the fore- 
going they need not be substantially passed upon. 

The complainant is entitled to a decree as prayed for in the 
bill, with costs. 


Goruam Merce. Co. v. ANTHONY J. ScuMuipt, et al. 


Southern District of New York, May 10, 1912. 


1. INFRINGEMENT—EVIDENCE—TRAP ORDERS. 

Proof of purchases by the complainant’s attorney and by a clerk 
in his employ are sufficient to establish infringement. where it is shown 
that other goods than those sold, bearing the infringing mark, were 
displayed for sale in the defendant's store. 
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2. INFRINGEMENT—KNOWLEDGE OF INERINGER. 

Ignorance of the dealer that the mark displayed on goods sold by 
him is an infringement is immaterial. He must be on his guard against 
infringing on the rights of others in handling goods sold him by deal- 
ers. 


In Equity. On final hearing. 


Messrs. Mason, Fenwick & Lawrence (L. L. Morrill and 
Hugo Mock, of counsel), for complainant. 
Benno Loewy, for defendant. 


HazeL, J—This is an action for infringement of complain- 
ant’s trade-mark by the defendants who are dealers in silver- 
plated ware, and for unfair competition in trade. The trade- 
mark which is the subject of this controversy is identically the 
same as that considered, and held valid and infringed in Gorham 
Manufacturing Company v. F. & M. Weintraub, manufacturers 
of silver-plated ware. A recitation of the material facts upon 
which such trade-mark was held valid, is unnecessary. The 
issues are precisely the same save as to specific acts of infringe- 
ment. 

The defendants insist that infringement by them is not 
sufficiently established, and, in any event, that there was no fraud 
or deception in the two sales complained of because the buyers, 
who were respectively an attorney for the complainant and a 
clerk in its employ, knew the nature of the goods they were buy- 
ing, and that the goods upon which the trade-mark was stamped 
were of an inferior grade. It was also testified that the defend- 
ants, in addition to such sales, displayed for sale in their store, 
40 or 50 pieces or so of silverware which had stamped on them 
the anchor, the lion passant and the old English letter G. This 
prima facie showing is sufficient to justify enjoining defendants 
from-selling their plated ware which has upon it complainant’s 
trade-mark. Burnett, et al. v. Hahn, 88 Fed., 694; Lever Bros. v. 
Pasfield, 88 Fed., 484; Devlin v. McLeod, 135 Fed., 164; Low 
v. Fels, 35 Fed., 361. 

Dealers are obliged to be on their guard when buying from 
manufacturers, and to a certain extent are put upon inquiry as 
to the character of the manufactured product, the manner in 
which it is labeled or impressed, as well as to the packages in 
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which it is contained, in order to protect the trade-mark rights 
of other manufacturers engaged in the same business. The trade- 
mark in controversy, according to the proofs, was used for 
upwards of fifty years by the complainant, and became widely and 
favorably known in the United States as an indication of the 
genuineness of its silverware and the excellence of the work- 
manship. It is possible that the defendants had no knowledge 
of the way complainant's silverware was identified, and hon- 
estly relied wholly upon the rectitude of the manufacturer, be- 
lieving that the latter would not trade-mark a product in such a 
way as to influence customers to buy silver-plated ware when 
they wanted complainant’s ware. But certainly under the proofs, 
to adequately protect the complainant, the defendants must be 
enjoined from further sales of ware impressed with the said 
trade-mark. 

True enough, it is not conclusively shown that there existed 
an intention on the part of the defendants to deceive or defraud 
their customers, but in a case such as this, force must be given 
to the presumption which arises from the infringement of a valid 
trade-mark. Gannert v. Rupert, 127 Fed., 962; Florence Manu- 
facturing Co. v. J. C. Dowd & Co., 178 Fed., 73. There is no 
direct evidence that the silverware examined by the complainant's 
witnesses and the pieces bought by them were obtained by the 
defendants from the firm of F. & M. Weintraub, but it appears 
by the affidavit of William H. Schmidt, read on motion for 
temporary injunction, that the defendant firm had bought “Shet- 
field Plate” from F. & M. Weintraub. 

The complainant is entitled to an injunction, but without an 
accounting. 


GornamM Mec. Co. v. Dr SALVO Bros. 
Southern District of New York, May 10, 1012. 


1. INFRINGEMENT—EvipENCE—TRAP OrDERS. 

Proof of sales to a witness who is not deceived is enough to estab- 
lish infringement, where it is shown that a stock of the infringing goods 
is kept for sale by the defendant 
INFRINGEMENT—INJUNCTION. 

An injunction will be granted to prevent threatened infringement, 
where goods bearing the infringing marks are kept in stock and offered 
for sale, though the only proven sales are to witnesses sent for the 
purpose by the complainant and who were not deceived 


tN 
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In Equity. On final hearing. 


Messrs. Mason, Fenwick & Lawrence (L. L. Morrill and 
Hugo Mock, of counsel), for complainant. 


Benno Loewy, for defendant. 


H{azeL, |.—What has already been said in the actions against 
F. & M. Weintraub and against A. Schmidt & Son, regarding 
the validity of complainant's trade-mark and infringement ap- 
plies in this action. The defendant besides selling silverware 
keeps an antique shop. It is quite believable that connoisseurs 
in silverware when seeing the complainant’s trade-mark im- 
pressed on what they assume to be a second-hand piece of silver- 
ware would be misled into buying it in the belief that it was 
complainant's production. It is not altogether unlikely that a 
dealer of second-hand silverware might have in his possession 
silverware spuriously marked without his knowing it, or having 
a dishonest intention to palm it off for something different than 
it really is. It is shown without contradiction, however, that the 
defendants have on sale in their store a large quantity of silver- 
ware, and that upwards of forty pieces of various sizes, at the 
time of the examination by complainant's lawyer, bore the coun- 
terfeit marking of the trade-mark in question. It is evident 
that the complainant's witness was not deceived by the sale to 
him, as presumably he was aware that he was not receiving 
genuine silver, or at least silver of the fineness of complainant's 
manufacture, yet, as the record stands, it may fairly be supposed 
that the defendants will sell the spurious product for the genuine 
unless restrained. 

There is no evidence showing that the silver-plated articles 
in the defendants’ stores came from F. & M. Weintraub, but 
nevertheless, under the doctrine of Gannert v. Rupert, 127 Fed., 
962, and Florence Manufacturing Co. v. J. C. Dowd & Co., 178 
Fed., 73, proof of confusion, deception, or injury to any marked 
extent, is unnecessary, and complainant is entitled to protection 
from threatened infringement. Lever Bros. v. Pasfield, 88 Fed., 
484; Low v. Fels, 35 Fed., 361. 

A decree of injunction may be entered, without an ac- 
counting. 
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Tue Coca-CoLrA COMPANY v. WILLIAMSEURGH SroprER Com- 
PANY, ct al. 


THe Coca-Cora CoMPpANy v. WiItrrEMANN Bros., CAVALIERE, 
ct al, 


Southern District of New York, June 3, 1912. 


mS 


1. UNFAIR COMPETITION—IMITATION OF ForRM OF MARK. 

The name “Espo-Cola” is not in itself an infringement upon the 
trade-mark “Coca-Cola” but the use of a style of script in imitation 
of that employed by the complainant will be enjoined. 

2. UNFAIR COMPETITION—IMITATION OF COLOR OF BEVERAGE. 

The manufacturer of a beverage to which a brown color is im 
parted by the use of caramel can not enjoin the manufacturer of an- 
other beverage from coloring his article in the same color and shade 
as the complainant’s, whether by the use of the same or of any othet 
coloring medium. 


In Equity. On motions for preliminary injunctions. 


Harry D. Nims, for complainant. 
Kiernan & Moore and Sproull, Harmon & Sproull, for de- 
fendants. 


Houcn, J.—This matter having been heard both on the 
original motion and on the settlement of an interlocutory de- 
cree, two questions were reserved for further consideration: 

ist. Whether the defendant Esposito should be restrained 
from using his trade-mark “Espo,” written or printed in that 
particular form of script long used by complainant, and 

2d. Whether complainant is entitled to prevent defendants 
from coloring their product with caramel so as to produce that 
brown color said to be characteristic of Coco-Cola. 

As to the first point | am now convinced that the complain- 
ant is entitled to the relief asked. “Cola” is admittedly a de- 
scriptive word in which complainant is entitled to no especial 
or exclusive right. Nevertheless, the affidavits submitted are 
fully persuasive to the effect that “soft drinks,” to which the 
word “Cola” can properly be applied, owe, 1f not their intro- 
duction, certainly their popularity wholly to the long-continued 
efforts of complainant. 
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Esposito may use the word “Cola” and may use the word 
“Espo,” but when he expresses either or both of those words 
in a style of script commercially unheard of except for advertis- 
ing purposes, | am persuaded that he goes too far. 

As to the second point, my conclusion is against the com- 
plainant, and for the following reasons: 

1. Despite the affidavit of Dr. Chandler, | can not persuade 
myself that caramel is wholly destitute of flavoring properties. | 
do not find this fact asserted in the dictionaries, and it is well 
known that caramel is commonly used in domestic cookery, and 
that (as domestically prepared, at all events) it has flavor | 
am sure. Since preliminary injunctions are always matters of 
grace, | think I am entitled to consider even something based 
on personal experience. 

2. There is a complete lack of direct authority upon the 
point urged by complainant's counsel, and on familiar principles, 
this might well be considered enough to avoid a preliminary in- 
junction where no immediate and overwhelming injury is to be 
expected. 

3. There are reported decisions in which the legal difficulty 
of appropriating even for wrappers any given color is dwelt 
upon. To be sure, the door is left open for further consideration 
by Leschen Co. v. Broderick, etc., Co., 201 U. S., 166, but there 
are very appropriate remarks on the danger of permitting the 
appropriation of color in Diamond Match Co. v. Saginaw Match 
Co., 142 Fed. Rep., 727. The litigation over Elastic Seam 
Drawers is a perfect instance of the uncertainty at present at- 
tending the matter (134 Fed. Rep., 366; 154 Fed. Rep., 914; 
158 Fed. Rep., 1020). In this last series of litigations | am re- 
spectfully of the opinion that the decision of the fourth circuit 
is the better. 

4. The papers submitted on these motions contain no evi- 
dence of any immediately expected injury; it is not shown that 
any damage has occurred, and they do not persuade me that 
any damage will occur. This is a good reason for refusing a 
preliminary injunction. 


5. The foregoing positions are mostly negative, and do not 
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really advance the discussion of a question that is sure to come 
up hereafter. 

How far the courts can go—or should go—in safeguarding 
one man’s private business is a very delicate question, and many 
of the solutions hitherto attempted are far from happy.  In- 
stances of this in the appellate court of our own circuit are the 
cases affecting Chartreuse, Dr. Reed’s Cushion Shoe, and within 
the last few weeks the as yet unreported decision in the Matter 
of the IVaterman Pen Company. 

It is in my opinion a mistake for courts to go beyond the 
broad and very general principles of the law of unfair compe- 
tition. 

Being also of opinion that, more and more, men of experi- 
ence are departing from the doctrine that the basis of unfair 
competition law is: the protection of the public, and coming to 
the firm proposition that what is entitled to protection is com- 
plainant’s property rights, the basic question is always this: 
What is the thing which the alleged infringer has the right to 
make and sell? 

Here the thing is to be dissociated from all such extraneous 
matter (however important) as trade-marks, packings, wrappers, 
dress, advertising, and the like. 

Every observer has probably noted some things in common 
use made by many manufacturers, yet resembling each other, 
especially in color: Thus there are many white soaps, red 
dentifrices, and green hair-washes; and many people know that 
these colors are not essential. In this prevailing similarity of 
color there is a certain amount of imitation. I do not think it 
can be avoided, nor that it should be prevented. If one manu- 
facturer can appropriate a brown summer drink, others in other 
businesses can do the like—the primary colors are soon ex- 
hausted, and it needs very little of the spirit of prophecy to see 
the courts regulating shades of color as between different pro- 
prietors, with results beside which some judicial efforts in the 
way of labels would rank very high. 

As applied to this case, I think that not only are Cola 
drinks open to the world, but brown Cola drinks are similarly 
open, or, in other words, that the unpatented article made by 
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complainant is a thing (color and all) which anyone can make 
and vend in competition with complainant, and ought to be per- 
mitted so to do. 


It seems to me that the bread cases, of which the last is 


Fox Co. v. Best Baking Co., 209 Mass., 251, measurably support 


the statement above insufficiently made. 


The injunction orders have been signed along the lines 
indicated. 


Nore 


Since the filing of the memorandum herein on June 3, 1912, 
the complainant has called my attention to the fact that its coun- 
sel considers that the use of caramel or any other particular 
substance “to produce that brown color said to be characteristic 
of Coca-Cola” is unimportant. 

As I now understand it, the proposition is that complainant 
wishes to prevent defendants from coloring their product (with 
anything) so as to produce said brown color. If the proposition 
considered be stated as the complainant now states it, my conclu- 
sion would be the same as before. As matter of fact, however, 
complainant does use caramel and so do the defendants ; caramel 
happens to be brown, though doubtless it may be of many shades 
of brown. I think the defendants may choose and use the same 
shade of brown as does the complainant just as freely as any 
butter manufacturer can make his butter of the same shade of 
yellow as that affected by the most popular brand he knows of 
—butter, I believe, being naturally whitish in color, at most 
seasons of the year. 


| Note.—The rule to be deduced from the above opinion with respect 
to the use of colors would seem to be that any dealer may make free 
use of the exact color or shade, by use of which some older and better 
known competitor has built up a reputation for his goods. This seems 
not to accord fully with other decisions bearing on this subject. 

It is difficult to detect any difference between the principles that 
should govern the right to use a color and those that determine the right 
to the use of shape, form, size or other external characteristics of an 
article of commerce or the use of the common words of the language, 
or the names by which cities, towns, states, nations, rivers, mountains 
and the like are knewn, and which everyone has, prima facie, the right 
to use. 
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The courts have limited by injunction, in many instances, the use 
of all of these things as trade-marks; and there seems to be nothing 
sacred or peculiar about color which should prevent the regulation of its 
use in a similar way. If the result of the use of any of these things be 
confusion in the minds of the purchasing public, and consequent loss 
to the complainant, it would seem to be unimportant, as a legal proposi 
tion, whether this loss accrues because of the misuse of a color or the 
misuse of an oval form, as was the case in the Fox Bread cases (Fox v. 
Glenn, 199 Mass., 344; Fox v. Hathaway, 199 Mass., 201; Fox v. Best Co., 
209 Mass., 251). 

A study of the decisions along this line seems to show that the 
aa egg question is not whether or not one may limit the use of a 
color, but whether or not the defendant, in his selection of color, or form, 
or other characteristic of his goods has done his full duty to distinguish 
so far as possible, his goods from those of his rivals. Has he taken 
such reasonable precautions as are commercially practicable to prevent 


diversion of plaintiff's custom unfairly? (Holmes, J., American Co. \ 
U. S. Co., 173 Mass., 87.) The question is not one of trade-mark, but 
one of fraud (Lawrence v. Tennessee Co., 138 U. S, 537). 


To show, in part, the extent to which the courts have limited the 
rights of persons to make free use as trade-names of words commonly 
to be regarded as public property the following decisions may be men 
tioned: 

Names of Places: \n Elgin National Watch Co. vy. Illinois Watch Co. 
(179 U. S., 665), the court, while refusing to hold that the word “Elgin,” 
which is the name of a town, was a technical trade-mark, stated that 
the rights of the complainant in the name would have been protected, 
under the rules of unfair competition, had a secondary meaning in the 
name been alleged and proved. 

In Newman v. Alvord (51 N. Y., 87), the plaintiff was held to have 
acquired a right in the name “Akron” which entitled him to insist upon 
a limitation of the use of this name, by his competitors in the line of 
business in which both were engaged. 

Two notable cases of this character are the “Stone Ale” case (Mont 
gomery v. Thompson, 1891, A C., 217), and the “Glenfield Starch” case 
(Wotherspoon v. Curry, L. R., 5 H. L., 508), in which the plaintiffs were 
held to have acquired such rights, in connection with their business, in 
the names of the two English terms “Stone” and “Glenfield” as to 
them the right to restrict the use of these names by their competitors. 

In American Waltham Watch Co. v. United States Watch Co. (173 
Mass., 85), the court enjoined the defendant from unlimited use of the 
words “Waltham” or “Waltham, Mass.,” on its watch plates. 

Common Words: Common nouns of the language have also been 
protected in a similar way. The words “Camel” and “Hair” have be 
come so associated with the house of Reddaway, in England, as to 
make it impossible for anyone else to use them together as a name for 
belting without creating deception (Reddaway v. Banham, 1896, A. C 
199). The same is also true of the word “Silverpan.” as a trade-mark 
for jam, cooked in a silver pan (Faulder v. Rushton, 20 R. P. C., 477). 

Shape, Form, Size: Unlimited use of these characteristics has been 
forbidden in various instances, where the characteristic was not essential 
or necessary to the operation or use of the article to which it belonged. 
For instance, this was held in connection with — “Flare Front” auto 
mobile lamp (Rushmore v. Manhattan Co., C. C. A.. 2d Cir., July, 1908) : 


also of a peculiarly shaped coffee mill (FE oes Mfg. Co. v. Landers, 
131 Fed., 240). 


give 


Personal Names: One is not, under all circumstances, free to use 
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his own name as a trade-name. It has been frequently held that such 
use of one’s name must be fair and reasonable, and that one must avoid 
such use of his name in business as will create confusion, or injury 
to another of the same name engaged in the like business before him 
This principle has frequently been applied in connection with Baker's 
chocolate (Walker Bake) Co. v. Slack, 130 Fed., 514), and Rogers 
Bros. silverware (/nternational Silver Co. v. William H. Rogers Co) 
poration, 67 N. J. Eq., 646) 
There are numerous other cases of a similar character 
In analogy to the protection of these other external characteristics, 
the courts have frequently protected color as one of the features of a 
commercial article, although the decisions on the subject up to the present 
are not entirely in accord 
The supreme cotrt of the United States has never squarely con 
sidered the question, but in two instances has passed upon the matter 
indirectly In Lawrence v. Tennessee Co. (138 U. S., 537), the court 
adopted with approval the exact words of Bradley, J., in Putnam Nat 
Co. v. Bennett (43 Fed., 800), where that judge, speaking of horseshoe 
nails colored bronze to distinguish them, said 
“Whether this is of itself a good trade-mark or not, it is a 
style of goods adopted by the complainant which the defendants 
have imitated for the purpose of deceiving and have deceived the 
public thereby, and induced them to buy their goods as the goods 
of the complainant. This is fraud.” 
\gain, in Leschen v. Broderick (201 U. S., 166), the court had be 
fore it a case based solely on the rights acquired under the federal law, 
and held that a registered mark claimed to consist of 


“a red or other 
distinctively colored streak applied to or 


woven in a wire rope” was in 
valid, because too indefinite; but, in its opinion, the court remarked that 
the application referred to the mark as being commonly used in a red 
color and then added 
“If the trade-mark were restricted to a strand thus colored it 
might be sustained,’ 
thus leaving the question open as to what protection this court will accord 
to a color when used as a distinguishing mark of goods 
This opinion has been followed by the court of appeals of the District 
of Columbia, in a case between the same parties (36 App. Dist. Col., 451, 
1911), where it was shown that the plaintiff since 1888 had marked 
his ropes with a strand of one color, and the defendant 
to mark his rope in <% ery similar manner, but 
The court said 
“The only ditference in the mark is that of color. They are 
both used upon wire rope, and are both applied in substantially 
the same manner. It 1s admitted that appellant has used its mark 
for more than twenty years, and if this were a [ 


had later begun 
using another color 


case of unfair 
competition there would be little doubt as to appellant’s right to 


relief, for while color, generally speaking, is not a proper subject 

of a trade-mark, a rival dealer may not appropriate another's 
mark by merely changing its color.” 

In Scriven v. North (134 Fed., 388, 1908, C. C. A., 4th Cir.), the court 

had under consideration a mark which consisted of 

colored insert in underwear. The 


an elastic, buff 
question arose as to the right of the 
plaintiff to prevent the defendant from using the same color for this 
insertion as that which had been adopted and used by the complainant 
The color of the complainant’s insert was the natural color of the 
Egyptian yarn that the complainant used. The court said 
“If the defendants have used habitually for their elastic inser 
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tion an inferior quality of American yarn dyed a buff color to 
imitate the natural color of the superior quality of Egyptian yarn 
used by the complainants, the intention to deceptively imitate 
complainants’ product would be conclusively established. We do 
not think that it would be proper to forbid by injunction the use 
of a like color of insertion if that was the natural color of the 
material used, as appears to be the case with the Egyptian yarn; 
but the use of an inferior material, dyed to imitate the color 
adopted by complainants, ought clearly to be forbidden, for this 
color was originally selected by complainants for the purpose of 
distinguishing their goods, and the use of inferior material dyed 
to imitate it could have no other purpose than to deceive, and 
would be calculated to mislead, the public, accustomed to the 
distinctive characteristics of the complainants’ garment, into buy 
ing an inferior article. 

“The defendants, if they wish to sell their goods on their own 
merits, have a wide field of selection, and, if they use dyed inser 
tion, may dye them red, or blue, or black, as they may choose. 
They may make and sell cheaper garments than complainants’, 
for cheapness, notwithstanding some pronouncements against it 
lately from high political quarters, is not yet an offence denounced 
by legal penalties; but no person has the right to make or sell a 
cheap and im orior article, dressed in the guise of a superior 
article made by:-another, and so deceptively palm it off. This is 
an injury both uw the honest manufacturer and to the public.” 

The court declinew to enjoin the use of the Egyptian yarn, or any 
other yarns, for such insertion, the natural color of which might be 
buff or yellow 

The same question arose later in the sixth circuit court, in Vew 
comer & Lewis v. Scriven (168 Fed., 621, 1909), and that court held: 

“Color, except in connection with some definite arbitrary 
design, such as impressed upon a certain star, cross, or other figure, 

: or employed in definite association with some characteristics, which 
serve to distinguish the article as made or sold by a_ particular 
person, is not the subject of monopoly as a trade-mark.” (Citing 
Diamond Match Co. v. Saginaw Match Co., 142 Fed., 727: Regens 
burg v. The Portuondo Co., 142 Fed., 160: and Leschen v. Broderick, 

201 U. S., 166). 

This case was to enjoin infringement of a trade-mark and to restrain 
unfair competition 

The court also said, in speaking of the buff color used by Scriven 

“But as that color is not an artificial color, Scriven has no 
monopoly. The color of the strip in the drawers sold by the 
defendant has not been artificially produced, but is shown to he 
the natural color of the undyed and unbleached cotton yarn from 
which the strip is made.” 

These two cases are not in conflict on this particular point, for both 
hold that everyone has a right to make such an insertion of material 
from Egyptian yarn, and to use for such an insertion the natural color 
of such a yarn. They do not hold that the defendant could, by artificial 
coloring, imitate the color of the complainant’s insert, whether the latter 
were due to the natural color of the goods used, or artificially produced 
by the use of dyes 


\ recent decision (Samson Cordage Works vy. Puritan Cordage Mills 
193 Fed., 274, 573; Il T. M. Rep., 171, 192), is to a similar effect. Here 
the complainant marked rope by weaving into it one strand of 


a color 
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different from the others which were mmiform. The defendant imitated 
this, and the court held: 

“Where an arbitrary mark, not naturally a part of the fabric, 
is in any wise impressed upon it, it may be a trade-mark if so in- 
tended and used, but no spot made on or color imparted to a 
fabric as the inevitable or necessary result of using the material 
of which the fabric is made, can be the basis of a trade-mark.” 

Here it would seem, however, that the court had failed to understand 
the rule regarding structural features of an article. There can be no 
trade-mark rights in the shape of an article when such shape is essential 
to its use (Manel v. Pearl, 133 Fed., 160) \pparently in this case the 
red strand was not an essential feature of the rope but a decorative one 

To a similar effect is the case of Howard Dustless Duster v. Carleton 
(185 Fed., 999), where Platt, J., in the United States district court of 
Connecticut, recently held that one who dyed a duster, made of white 
cheesecloth, a black color, when he knew that the complainant had a 
well-established business in a dustet which he had for a long time dyed 
black, for the purpose of distinguishing it as his product, was guilty of 
unfair competition, and said 

“The black color is in no sense necessary, and its use must, in 
my opinion, lead to confusion, uncertainty and loss of trade which 
might by right belong to the plaintiff.” 

\fter this decision was rendered, it was shown t Judge Platt that 
the complainant’s duster was not the only black dus 2r on the market, 
and he consequently modified this ruling. This does ot affect the accu 
racy of the statement of law in the first case, wk ch had been based 
on proof that the public were accustomed to associate a black duster with 
the complainant’s product 

There are various other cases holding that color and shape can not 
constitute a valid trade-mark (Regensburgh v. Portuondo Co., 136 Fed., 
866): that color alone, apart from a name or figure, can not be a trade 
mark (Fleischmann v. Starkey, 25 Fed., 127; Diamond Match Co. \ 
Saginaw, 142 Fed., 727: Leschen v. Macomber, 142 Fed., 280). 





\ study of these cases seems to show that, if a merchant owns an 
article which the public has come to recognize as his through some 
color used in marketing it, he is just as much entitled to protection of 
that property against unfair competition as he would be if the public 
recognized his article through some other characteristic, such as shape 
or form, or through some name or word which the public were entitled 
to use as freely as he.| 


SUPREME COURT OF WISCONSIN 


PHOENIX Mero Co. v. Wuire, ct al. 


(135 Northwestern Rep., S91.) 
Unfair CoMpetiTion—Use oF Own NAME 
Where a licensee under a patent had at his own expense and by 


his own effort established a demand for the patented article under 
the name of the patentee, as the “White” saw swage, the patentee can 
not be thereafter permitted to make and sell another saw swage of 
his invention under the name “White” or any name of which this 
word forms a part. He may however use his name in his business 
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separately or as part of a corporate or firm name, many advertise the 
invention as his own and as a new and improved saw swage of his 
manufacture. 


Appeal from the circuit court, Eau Claire County. 


Bunday & |Wilcox, for plaintiff. 
Flanders, Bottuin, Fawsctt & Bottum, and C. E. Munroe 


(James G. Flanders, of counsel), for defendant. 


Winstow, C. J.—This is an action in equity to establish and 
enforce by injunction an exclusive right on the part of the 
plaintiff to manufacture and sell certain patented saw swages, 
invented and patented by the defendant Albert E. White, and to 
enjoin said White from manufacturing or selling any saw swage 
equipped with certain specified parts, and from advertising for 
sale any saw swage under the name “White Saw Swage,” or any 
similar name. A saw swage is a hand machine, used for spread- 
ing or broadening the cutting surface of the teeth of rotary, band, 
or other, saws at the point and for a little distance below the 
point. This is done by placing the machine on the edge of the 
saw, so that the tooth to be swaged comes between two steel 
dies, one of which is stationary, and is called the “anvil die.” 
and the other is a movable eccentric die, both of which are set 
firmly in a circular steel block. Ly means of a lever, the eccen- 
tric die is pressed with great force against the cutting surface of 
the tooth, the back of which rests against the anvil die, and thus 
the point of the tooth is broadened 

In November, 1895, the defendant Albert I. White had per- 
fected an improved saw swage and applied for a patent thereon, 
which patent was actually issued to him August 3, 1897, and num- 
bered 587,539, and is hereafter called the first patent. November 
18, 1895, a contract was made between White and the plaintiff, 
by which White granted to the plaintitf “the exclusive right to 
manufacture and sell throughout the United States, its territories 
and the Dominion of Canada, the said saw swages, together with 
the inventions and improvements on same which have been or 
may be invented, and for which letters patent are now pending 
or may hereafter be issued to him in the United States and the 


Dominion of Canada for improvements in saw swages and at- 
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tachments thereto to the full end and term for which any patent 
may be issued thereon, subject to the limitations and conditions 
hereinafter named.” 

By this contract, White also agreed as follows: “Faithfully 
to devote his services and skill as inventor to perfecting and 
completing the said invention and improvements and to use his 
best endeavors to introduce the same for sale and use and to 
make the same effhcient and successful in operation, and to create 
the best possible demand and market for his said invention and 
improvements to the end and purpose that the manufacture 
and sale thereof may be made as profitable and extensive as he 
may do by the exercise of Ins best efforts and skill in that be- 
half. And the said A. Ek. White further agrees in consideration 
of this agreement and his salary hereinafter mentioned as the 
agent of the said party of the second part, and under its direc 
tion as workman and traveling salesman to sell and introduce 
the saw swages and invention and improvements thereon and also 
any other articles of manufacture as requested by the said party 
of the second part, by the exercise of his best skill and ability 
as such workman, salesman or agent, and that he will faithfully 
devote his time, ability and services in and about the introduc- 
tion and perfection of said invention and improvements thereon 
for the best interests of the business of said Phoenix Manufac- 
turing Company.” 

The contract further provided that the plaintiff should manu- 
facture and sell the said patented swages and the improvements 
thereon, and pay a royalty to White of $5 for each swage sold; 
that the agreement might be canceled by either party by six 
months’ written notice at any time; and that White should be 
employed as traveling agent and salesman by the plaintiff for 
one year at a salary of $1,000, subject to the right of either party 
to terminate the employment by giving thirty days’ notice to the 
other. 

Upon the making of this contract, the plaintiff entered on 
the manufacture and sale of the machine, and successfully prose- 
cuted the business and made regular payments of royalties to 
White, as agreed. \White also went to work under the contract, 
and continued to travel and make sales for the plaintiff. with no 
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formal renewal of the contract, until July 30, 1899, at which 
time he quit such employment by mutual consent and went to 
Louisiana, intending to engage in the lumber business there, but 
abandoned that intention and returned to Eau Claire, and, on 
September 5, 1899, resumed his employment with the plaintiff 
at an increased salary, and so remained until August 22, 1908, 
when he finally left. In August, 1899, White assigned his in- 
terest in the patent to one C. b. Daniels, then president of the 
plaintiff company, as security for moneys which it was expected 
that Daniels would advance to him to be used in the Louisiana 
business, but, as no advancements were ever made, Daniels, on 
September 7, 1899, at White's request, assigned the patent to 
the latter's wife, Georgianna M. White. [Both assignments were 
made without consideration. On September g, 1899, Georgianna 
M. White entered into a written contract with the plaintiff with 
reference to the future manufacture ef the swage, which the 
plaintiff alleges was made at the request of and with the consent 
of White. White denies that the last-named contract was made 
at his request, or that he had anything to do with it, except to 
carry a message from the plaintiff to his wife about it. The 
court, however, found that it was made at White’s request, and 
it was abundantly proven, not only that the contract was made 
at his request, but that he conducted the negotiations, while his 
wife simply signed it, because the patent stood in her name. This 
second contract, after reciting the issuance of the patent and its 
transfer to Georgianna, grants to the plaintiff the exclusive right 
to make and sell the swage, “together with the inventions and 
improvements on the same which are or may be invented or 
added thereon, and attachments thereof to the full end of the 
term of said patent,” subject to the conditions thereafter named. 
The contract further provided for the same royalty as before, 
and that the plaintiff would not manufacture or sell any other 
saw swage while manufacturing the White swage, and that in 
case it should not sell at least 100 each year, or at its option 
pay the contract royalty for 100, the said Georgianna might, at 
her option, terminate the license by six months’ written notice. 
By the final clause of this agreement, it was provided that it 


should “supersede and take the place of all other or former con- 




















PHOENIX MFG CO. V. WHITE, ET AL. 245 


tracts or agreements made respecting said patented saw swages 
or improvements.” 

After the making of this contract, the manufacture and sale 
of the swage by the plaintiff went on as before, and the royalties 
were paid by check to the order of Georgianna M. White, with 
the full knowledge and consent of White. Mrs. White testifies 
that the checks were all deposited to the credit of her account 
in the bank (Mr. White never having kept an account of his 
own), and that checks were drawn on that account by herself 
and her husband indiscriminately. Mr. White continued in the 
plaintiff's employment, his work being enlarged from time to 
time, so as to cover the making of plans and specifications for 
mill outfits and getting orders for the same; but he incidentally 
also sold the swages. In the fall of 1904, and while still at 
work for plaintiff, he designed a new swage and appliel for 
a patent thereon, which was finally issued to him April 3, 190%. 
numbered 816,695, and which will be hereafter called the second 
patent. The specification of this second patent declares that the 
“invention relates to devices for swaging the teeth of band, gang. 
and circular saws, and is designed as an improvement over the 
swage device shown and described in letters patent of the U. S. 
No. 587,539, issued to me August 3, 1897.” In this second 
patent, the dies were not changed, nor their operation; but there 
was added a frame, so that the block containing the dies was 
supported on the edge of the saw, combined with a slotted, semi- 
circular arch above the saw, furnished with stop pins for regt- 
lating the distance to be traveled by the lever, which was forged. 
so that the handle was directly above and in the plane of the 
saw, thus insuring a direct pressure, instead of a one-sided pres- 
sure, as in the case of the former lever. After the perfecting 
of this second invention, it was manufactured by the plaintiff, 
advertised and sold by and with the knowledge and consent of 
the defendant White as the “New White Saw Swage,” and the 
saine royalty was paid to Mrs. White on each of the improved 
swages as on the old. White claims that this use was permissive 
only, and under a verbal agreement with Mr. C. B. Daniels 
(now deceased), which contemplated a definite agreement in the 
future; but, as Mr. Daniels died before the commencement of 
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this action, Mr. White was not allowed to give any evidence of 
such an agreement, and no other witness gave any such evidence. 

The court found that the two Whites and the plaintiff, from 
October, 1904, until August, 1908, treated the swages covered 
by the second patent as merely an improvement on the swages 
covered by the first patent, and as one of the improvements 
covered by the terms of the second contract; that, relying on this 
understanding, the plaintiff spent large sums of money, exten- 
sively advertised and catalogued both machines, describing the 
machines made under the second patent as “New White Swages”’ 
and “Improved White Swages”; that Mr. White himself knew of 
and wrote the introduction to the catalogue, and that the plaintiff 
had thus built up a trade, and such swages had become generally 
known to the trade throughout the United States and Canada as 


“White Swages,” “New White Swages,” and “Improved White 
Swages.’ It further appears by the testimony that in August, 


igo8, White invented another improved saw swage, and made 
application for a patent thereon, which application was still pend- 
ing in the United States patent office at the time of the trial, 
though a patent had been granted thereon in Canada, March 1, 
igio. In this third machine, both dies are set in a different 
way in the block, and the eccentric die is of somewhat different 
shape, the slotted arch and pins and forked lever are used, and 
there are new adjustable spring brackets for supporting the 
frame of the machine on the saw teeth, also a pivoted guide. 
\With regard to this invention, there was some difference of 
opinion between the parties: Mr. Daniels being of opinion that 
the plaintiff was entitled to manufacture it under the former 
contract as an improvement. After some discussion and nego- 
tiations, it was agreed that White might resign his employment 
and himself engage in the manufacture and sale of swages under 
his last invention; and White thereupon resigned and devoted 
his time for a number of months to making patterns and models 
of the third invention in the plaintiff's shop, and paid the plain- 
tiff considerable sums for the shop work, etc.; the plaintiff know- 
ing that White intended to himself manufacture and sell the 
new swage from the models so made, but not knowing that he 
proposed to sell them under the name “New Improved White 
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Swage,’ or any name incorporating the word “White” therein. 
White, in April, 1909, engaged in the manufacture of swages 
under the third invention, and began to distribute in the United 
States and Canada catalogues describing his swages as the “New 
Improved White Sawes,” and used the word “White” as a trade- 
mark on the machine itself. The catalogue announced that White 
had severed his connection with the plaintiff, and designed an 
entirely new line of swages, to be marketed and sold under his 
own name, and to be known as the “New Improved White” 
that they contained radical changes and improvements, and did 
not contain any important feature or part of the White swages 
made and sold by the plaintiff. The trial court found that con- 
siderable confusion had been caused by the issuance of this 
catalogue; that orders from customers for swages that were 
intended for the plaintiff were addressed and sent to White; 
and that the use of the word “White,” or the words “New Im- 
proved White,” by the defendant is likely to deceive the plaintiff's 
customers in the purchase of saw swages, and also tends to 
confuse purchasers as to which swage is intended, and is in 
fact injurious to the plaintiff's trade and business. 

Krom the foregoing facts, the court concluded * * = * 
(3) that the use by defendant White, in advertising or describ- 
ing the swages made by him, of the words “White Saw Swages,” 
“New Improved White Swages,” and the word “White,” in de- 
scribing the same, or as a trade-mark thereon, tends to deceive 
plaintiff's customers, and is in violation of platntiff’s right, and 
that plaintiff is entitled to an injunction, restraining the said 
White therefrom, but not from carrying on the business of 
manufacturing or selling swages in his own name. 

Judgment was entered substantially according to the finding. 
That part thereof which enjoined the defendant White from ad- 
vertising and selling his swages under the name “White Saw 
Swage’ and other kindred names is as follows: “It is further 
ordered, adjudged, and decreed that the defendants, and each of 
them, their agents and servants, in advertising or selling any swage 
or device designed or intended as a swage of saws, be, and they 
are hereby, perpetually enjoined, restrained, and forbidden from 
using in any manner as a trade-mark or trade-name, or as a 
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name designating any such swage or device, the words ‘White 
Saw Swage, ‘Improved White Saw Swage.’ or ‘New Improved 
White Saw Swage,’ or the word ‘White, with or without other 
words of designation; but the defendants, and each of them, may 
use his or her own name in carrying on or conducting the business 
of such defendant in the manufacture or sale of any swage which 
such defendant has a right to manufacture or sell, and may use 
such name, or any portion thereof, as the name, or as a portion 
of the name, of any firm or corporation with which such de- 
fendant may be associated in such business, and, if such be the 
fact, may advertise that the defendant Albert EF. White is the 
inventor of the swage so manufactured or sold, provided that 
said defendants shall not use as such firm or corporation the 
words ‘White Saw Swage, ‘Improved White Saw Swage,’ or 
‘New Improved White Saw Swage.’ nor any of said combination 
of words, either with the word ‘Company’ added or the word 
‘Saw’ omitted, and said defendants shall not, by any artifice, use 
any other firm or corporate name in such manner as to be an 
advertisement of swages under the names herein prohibited.” 

The defendants appeal from that part of the judgment en- 
joining them from the use of the word “White” as a trade-mark, 
or in the description of saw swages manufactured and sold by 
them, * * * 

The facts in the case are very largely undisputed. Upon 
the disputed propositions, we have quite carefully examined the 
evidence, and have found no reason to differ with the conclusions 
reached by the trial judge; hence the questions to be considered 
are purely questions of law, and they are four in number, vtz.: 
. * (4) Should White be restrained from using the word 
“White” as a trade-mark, or from advertising and selling his 
third invention under the name “Improved White Swage,” or a 
similar combination of words which include the word “White” 
as an essential element? * * * 

4. The last question is not so much a question of trade-mark 
as of fair or unfair competition in trade. It is certain that the 
plaintiff had, at great expense and by efforts extending over a 


number of years, established a market and a reputation for the 
“White Saw Swage.” It had for years used the names “White 
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Saw Swage,”’ “New White Swage,’ and “Improved White 
Swage’ in its advertising and its catalogues with the express 
approval of Mr. White, indicated over his own signature in the 
catalogue issued in 1905. Evidently he was willing and even de- 
sirous that the machines manufactured by the plaintiff under 
the first and second patents should become known to the trade 
and to the public generally as the “White Swage,” the “New 
White Swage,” and the “Improved White Swage.” 

It is unquestionably true that a man’s name ts his own prop- 
erty; and he has the right to every honest and fair use of it, 
just as he has to every honest and fair use of his other property. 
There may be cases, however, where he may be enjoined from 
using his own name in certain ways. The principle is very 
clearly stated in the case of Russia Cement Company v. Le Page, 
147 Mass., 206, 17 N. E., 304, 9 Am. St. Rep., 733. as follows: 
“Every one has the absolute right to use his own name honestly 
in his own business for the purpose of advertising it, even though 
he may thereby incidentally interfere with and injure the business 
of another having the same name. In such case, the inconveni- 
ence or loss to which those having a common right to it are sub- 
jected is damnum absque injurta. But, although he may thus 
use his name, he can not resort to any artifice or do any act cal- 
culated to mislead the public as to the identity of the business 
firm or establishment, or of the article produced by them, and 
thus produce injury to the other beyond that which results from 


the similarity of name.” Singer Mfg. Co. v. June Mfg. Co., 163 
U.S... 169, 16 Sup. Ct., 1002, 41 L. Ed.. 118; Herring, etc., Safe 
Co. v. Hall's Safe Co., 208 U. S., 554, 28 Sup. Ct., 350, 52 L. Ed., 
O10. 


The name of a person may become so bound up with a par- 
ticular product that the attaching of the name to a similar and 
later product would have the effect of a false representation that 
it was in fact the original product. The idea is thus expressed, 
with plentiful citation of authorities, in 38 Cye., p. 811: “Where 
a personal name has become the trade-name for particular goods, 
another person of the same or similar name may not use such 
name as the trade-name for similar goods, or in such a way as to 
cause his goods to be known and called for in the market by the 
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same name as his rival's goods are already known to and called 
for by the purchasing public.” 

Such is the case here. The swages manufactured by the 
plaintiff have become favorably known to the trade and _ pur- 
chasing public by the name of the “White Swage,” or the “Im- 
proved White Swage.” Now, while Mr. White may rightfully man- 
ufacture and sell his newly invented swage, using his own name, 
he obviously ought not to be allowed to mislead the public into 
believing that it is the swage long manufactured by the plaintiff 
that he is selling. 

This we understand to be the true meaning of the judgment 
on this branch of the case. Mr. White may use his own name 
in his business, either separately or as part of the name of a 
firm or corporation, and may advertise the fact that he is the 
inventor of the swage which he is selling. He may also advertise 
that he makes and sells a saw swage, an improved saw swage, or 
a new saw swage; for none of these words can be appropriated 
by any one—they are public. But he is debarred from advertis- 
ing or designating his swage by such combinations of words as 
the “White,” or the “White Saw Swage,” or the “Improved 
White Saw Swage,”’ because thereby he is likely to deceive 
customers, and lead them to suppose that he is making and selling 
the product long known to the trade, with White’s knowledge 
and consent, under those or very similar names. 

It is suggested that the case of Fish Bros. Wagon Co. v. 
La Belle Wagon IWiorks, et al., 82 Wis., 546, 52 N. W., 595, 16 
L. R. A., 453. 33 Am. St. Rep., 72, holds a somewhat different 
doctrine. In that case, the defendants were permitted to use 
their own names, and even the rebus of a fish, although the 
plaintiffs had acquired, by purchase of their former business, the 
right to use those names and the rebus as a trade-mark. The 
question arose upon an application for a preliminary injunction, 
not after trial, and there were no facts showing that actual in- 
jury had resulted to the plaintiffs. This court held that the de- 
fendants could lawfully apply to the wagons made by them their 
names and the rebus, provided they did it in a way not calculated 
to induce persons to buy the same as and for those manufactured 


by the plaintiffs. It was further said: “Their advertisements 
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and marks must truthfully and in good faith refer to their own 
manufactures, trade, and business, and not to those of the plain- 
tiffs.” Thus the case recognized the principle that the names 
must not be used in a way to deceive the purchasing public. In 
that case, as before stated, there was no proof of actual decep- 
tion or injury; but in the present case there is not only proof, 
but a finding to that effect; and hence we can not regard any- 
thing actually decided in that case as contrary to the principle 
decided in the present case. * * * 

The judgment must be affirmed. It is so ordered. No costs 
are allowed to either party, except that the fees of the clerk of 
this court shall be taxed and paid by the appellants. 

SIEBERT, KERwiN, and Timuin, JJ., dissent from that part 
of the decision which affirms the injunction below, prohibiting 
the use by defendant of his name. 


NEW YORK SUPREME COURT 
CrystaLEip WATER Co. v. SCHULTZ. 
Special Term, New York County, May 24, 1912. 


UNFAIR COMPETITION—SHAPE OF BOTTLE. 

There is no unfair competition in the use of a bottle similar in 
shape to that in use by another, where there is no similarity of labels 
or markings and where the design of the bottle was not original with 
the plaintiff. Courts should be cautious in imposing upon the public 
such inconvenience as would result from recognizing in any one 
claimant an exclusive right [for certain goods] to a receptacle that has 
come into common use 

William W. Cantwell, for plaintiff. 
Theodore Hansen, for defendant. 


GiecericH, |.—The plaintiff seeks to enjoin the defendant 
from the use of a certain form of bottle designated the “square 
bottle,” and for damages for the defendant's past use of such 
bottle. Both the plaintiff and defendant sell bottled water. The 
plaintiff, or its predecessor in title to the business, since 1905, has 
been selling water contained in a bottle claimed to be of such dis- 
tinctive shape and character that the plaintiff asserts and seeks to 
enforce an exclusive right to the use of such bottle. The com- 
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plainant alleges that the main purpose was to provide the public 
with a bottle that is convenient and useful. The evidence shows 
that the bottle is of such a character. It has rounded corners so 
that it is easy to clean, and is generally square, or at least rec- 
tangular, in shape, so as to pack conveniently for shipment, and 
is short enough to be contained in the ordinary refrigerator. In 
every respect it seems to be a bottle admirab‘y suited to the use 
made of it by the plaintiff and the defendant. The plaintiff has 
failel, however, to establish that it or its assignor was the first 
one to use such a bottle. On the contrary, it is shown that bottles 
of substantially the same style of construction have been used 
for about twenty vears, and that in the early days of its use the 
bottle was patented. It is true that the dimensions of the defend- 
ant’s bottle are very similar to those of the plaintiff, but I do not 
think, in view of the other facts stated, that this circumstance 
shows any unfair trade competition. It is a matter of general 
knowledge that various bottles or jars used for certain common 
purposes, such as milk bottles, fruit jars and even the large water 
bottles containing four or five gallons and now in such common 
use, come to have a generally adopted form and size. The re- 
ceptacle which is the most convenient and useful for the particular 
purpose comes to take the form and size it does for those very 
reasons, and it 1s manifest that courts should be cautious in im- 
posing such a public inconvenience as would result from recog- 
nizing an exclusive right in any one claimant to receptacles that 
have thus come into use. In this case it does not seem to me that 
the public will be deceived and purchase the product of the 
defendant for that of the plaintiff. The defendant has employed 
a paper label on its bottle wholly different in shape and color 
and markings from that of the plaintiff. It has also caused to 
be blown into the sides of the bottle prominent and distinctive 
markings. It is true that the stoppers are the same, but they 
are stoppers in general use and peculiarly suited to the require- 
ments of a water bottle. The complaint should be dismissed 
upon the merits, with costs to the defendant. Submit, with proof 
of service, requests for findings in accordance with these views. 
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COMMISSIONER OF PATENTS 


Ex PARTE, SIMs. 
(179 O. G., 285.) 
April 29, 1912. 


1. Goods OF THE SAME DescripTiIVE PROPERTIES 
Canned tish and canned salmon are goods of the same descriptive 
properties. 
2. CONFLICTING MARKS 
A trade-mark consisting of the words “Harbor Light” in associa 
tion with a marine scene, the prominent feature of which is the repre 
sentation of a lighthouse is properly refused registration, in view of the 
prior registration of marks consisting, respectively, of the word 
“Harbor” and the words “Light House” associated with the picture of 
a lighthouse, applied to goods of the same descriptive properties 


Mr. H. A. Seymour, for the applicant. 


Moore, Commissioner.—This is an appeal from the refusal 
of the examiner of trade-marks to register as a trade-mark for 
canned salmon a mark consisting of the words “Harbor Light” 
in association with a marine scene the prominent feature of which 
is the representation of a lighthouse. 

The refusal to register was based on the following registra- 
tions: Jed Frye & Co., January 27, 1903, No. 39,672; Rosenstein 
brothers, December 22, 1903, No. 41,718; Jed. Frye & Co., De- 
cember 24, 1907, No. 66,679; Rosenstein Brothers, Inc., January 
21, 1908, No. 67,195. 

The mark of Jed Frye & Co. consists of the word “Harbor.” 
The goods upon which it is used are canned fish. The mark of 
Rosenstein Bros. consists of the words “Light House” and the 
picture of a lighthouse. The goods are stated to be dried, pickled, 
or otherwise-preserved fish. 

It is contended that applicant's goods are not of the same 
descriptive properties as that of the registrants and that his mark 
does not so nearly resemble theirs that their simultaneous use 
would be liable to cause confusion. 

Under the rulings of the court of appeals of the district of 
Columbia, canned fish and canned salmon are goods of the same 
descriptive properties. In the case of John Braadland, Ltd. (174 
©. G., 1029), in considering whether a mark consisting of the 
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picture of a bear and the words “Teddy Bear Brand” was reg- 
istrable as a trade-mark for sardines, the court said: 

Registration was refused in view of certain existing registered marks, 
the most prominent one which will be suffcient for this case, being that 
of the Northwestern Fisheries Company. Its mark consists of the picture 
of a bear having one foot resting upon a fish, the same being surrounded 
by ornamental scrolls and surmounted by the words “Pioneer Fishery.” 
It appears that the latter mark has only been used on canned salmon, but 
the registration includes all kinds of canned fish. The mark could there 
fore at any time in the future be based upon canned sardines. The fact 
that the mark has not been used on sardines will not prohibit the owner 
from so using it at any time. Non-use will not deprive the owner of 
the protection of the courts. 

The fact that applicant’s place of business is on the Pacific 
slope, while the registrants are Ilccated in New York, is believed 
to be immaterial. 

In my opinion the examiner of trade-marks was right in 
holding that applicant's mark so nearly resembles that of the 
registrants as to be likely to cause confusion in the mind of the 
public. As stated above, the mark of Jed Frye & Co. consists 
of the word “Harbor.” Obviously the words “Harbor Light” 
could not be registered in view of the prior registration of the 
word “Harbor,” and the fact that these words are associated 
with a marine scene including the representation of a lighthouse 
does not obviate the liability of confusion. The mark of Ros- 
enstein Bros. includes the representation of a lighthouse and the 
words “Light House,” and since. applicant's mark includes the 
representation of a lighthouse the liability of confusion is obvious. 

The decision of the examiner of trade-marks is affirmed. 


Burton Mepricineé Co. v. Unirep Drue Co. 
(930° 0): 45: 288. ) 
May 10, 1912. 
TraAbdE-MARKS—OpposiItion—Cross Bitn Not PERMISSIBLE 
Where an opposition to the registration of a trade-mark is filed 


by a registrant, a cross bill asking for the cancellation of the opposer's 
registration will not be admitted. 


Messrs. Small & Small and Messrs. McReynolds & Hay, for 
the Burton Medicine Co. 
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Mr. Edw. C. Davidson and Messrs. Emery, Booth, Janney & 
Varney, for the United Drug Co. 


TENNANT, Assistant Commissioner.—This is an appeal by 
the United Drug Co. from the refusal of the examiner of inter- 
ferences to admit a cross bill filed by it which seeks the cancella- 
tien of a registration of a trade-mark to the Burton Medicine Co. 

The present proceeding is an opposition instituted by the 
Burton Medicine Co. to the registration of the word ‘Rexall’ 
as a trade-mark for certain pharmaceutical preparations, applica- 
tion for which has been made by the United Drug Co., and the 
opposition refers to a trade-mark “Rex Oil,” owned by the Bur- 
ton Medicine Co., which is registered in this office. It is this 
registration that the United Drug Co. seeks to have cancelled by 
the proposed cross bill. 

It is urged that there is nothing in the statutes authorizing 
the institution of opposition and cancellation proceedings which 
necessitates the consideration of these questions in separate pro- 
ceedings and that the rules of the office which deal at all with 
the procedure treat them together and indicate that the usual 
equity practice should be followed as far as possible in such pro- 
ceedings. 

Assuming, without deciding, that there is nothing in the 
statute or rules to prohibit a consideration of an opposition to 
registration and an application for cancellation of a registration 
of the opposer in a single proceeding, | am, nevertheless, of the 
opinion that the issue raised by the application for cancellation 
is a distinct issue and not, in this instance at least, germane to 
the subject-matter of the proceeding in opposition to the regis- 
tration of the trade-mark by the United Drug Co. 

The filing of a cross bill is not permitted in equity practice 
unless it relates to the same subject-matter as the original bill: 


\ tross bill may and usually does introduce new facts and new issues 
not disclosed by the original bill; but such new facts and issues must relate 
to the subject-matter of the original, and must be so closely connected there- 
with as to constitute the cross-bill a mere auxiliary of the original or a 
dependency thereon. It must not set up matter which is not germane to 
the matter of the original bill. Questions which are entirely distinct from 
those presented in the original bill can not be introduced by a cross-bill, 
although such questions be connected with the subject-matter of the 
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original bill; nor can a new subject-matter be introduced, although the 
controversy with relation thereto and that with relation to the subject- 
matter of the original bill arise out of the same transaction. A cross 
bill will of course not lie to litigate a question open only to a direct pfo- 
ceeding for the purpose involved. (16 Cyc., 331.) 


In the case of Stonomets Printers’ Machinery Co. v. Brown 
Folding-Mach. Co. (46 Fed. Rep., 851), suit was brought under 
Section 4918 of the Revised Statutes alleging interference be- 
tween the complainant’s and the defendant’s patents and also 
alleging infringement of the complainant’s patent by the defend- 
ant. The defendant sought to file a cross bill alleging infringe- 
ment of the defendant’s patent by the complainant. In discuss- 
ing this question the court said: 


A cross-bill ex vi terminorum implies a bill brought by a defendant 
against the plaintiff in the same suit, or against other defendants in the 
same suit, or against both, touching the matter in question in the original 
bill. (Story, Eq. Pl., sec. 389.) It is brought either to obtain a discovery 
of facts in aid of the defense to the original bill, or to obtain full and 
complete relief to all parties as to the matter charged in the original bill 
It should not introduce new and distinct matters not embraced in the 
original bill, as they can not be properly examined in that suit, but con- 
stitute the subject-matter of an original inc lependent suit. The cross-bill 
is auxiliary to the proceeding in the original suit, and a dependency upon 
it. It is said by Lord Hardwicke that both the original and cross-bill 
constitute but one suit, so intimately are they connected together. (Ayres 
v. Carver, 17 How., 591; Cross v. De Valle, 1 Wall., 1.) It should not 
introduce any distinct matter. It is auxiliary . the original suit, and 
a graft and dependency upon it. If its purpose be different from this, it 
is not a cross-bill, though it may have a connection with the same general 
subject. 

The cross-bill does not seek to defeat plaintiff’s causes of action, and 
the matters alleged in it are not essential to the complete disposition of 


plaintiff's case, or of defendant's rights in relation to the plaintiff’s causes 
of action. 


The object of the opposition filed by the Burton Medicine 
Co., which corresponds to the original bill, in the present instance 
is to prevent the registration of a certain mark to the United 
Drug Co. 

The object of the proposed cross bill is to secure cancellation 
of the registration of a different mark, ownership of which is 
claimed by the Burton Medicine Company. 


It is true that the opposition mentions the registration which 
it is sought to cancel by the cross bill; but the rights attacked 
by the original and the cross bills are wholly distinct, and it 
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might well be that the opposition could be sustained in the ab- 
sence of the registration which it is sought to cancel or that the 
registration could be cancelled even though the opposition to the 
registration of the United Drug Company were sustained. 

It must be held, therefore, that the question raised by the 
proposed cross bill is not germane to the issue raised by the 
opposition proceeding. The cases cited by appellant in which 
cross bills have been permitted have been duly considered; but 
it is believed that they bear less analogy to the present case than 
that above cited. 


The testimony in this case on the issue raised by the opposi- 


tion has all been taken, and to permit the filing of the cross bill 
would inject a new issue into the proceeding, which would in all 
probability require a reopening of the case for the taking of 
further testimony. This is an additional reason for denying the 
petition in the present instance. 

The decision of the examiner of interferences is believed 
to be right and is affirmed. 


Dickst oF MANUScRIPT DECISIONS 
Same Description of Goods. 


Canned fruits and vegetables are goods of the same descrip- 
tive properties with pickles. They are sold by the same trades- 
men and displayed on the same shelves and the customer seeing 
them under the same trade-mark would naturally assume that 
they were the product of one manufacturer. 

Citing, Valter Baker & Co., Ltd., v. Harrison, 138 O. G., 
770; Phoenix Paint ¢> l’arnish Co. v. Lewis & Bro., 139 O. G., 
ggo. (1) 

Sawing machines in which saw blades are used are of the 
same descriptive properties with “saws of all kinds.” The pur- 
chaser seeing the same mark upon each would naturally assume 
that the blades and the machines were made by one manu- 
facturer. (7) 

(1) Kidd vy. Reiter & Co., March 6, 1911. 

(2) Ex parte, Crescent Machine Co., May 21, 1911. 








2°58 THE TRADE-MARK REPORTER 


Opposition Procecdings. 


A notice of opposition filed within thirty days after publica- 
tion of the mark in the official gazette signed by an attorney au- 
thorized to practice before the patent office and subsequently and 
within a reasonable time, verified by an officer of the opponent 
company and accompanied by a power of attorney simultaneously 
executed, giving to the attorney by whom the opposition was 
signed power to file an opposition to the application in question 
and ratifying the act of the attorney in so doing, is properly filed. 
The notice of opposition need not allege the authority of the 
attorney to act in such a case. The office will assume such au- 
thority on the part of any attorney admitted to practice there. 
A notice of opposition thus filed is not demurrable because it 
fails to allege the authority of the attorney to file it. If the 
opponent were required to give a power of attorney to oppose 
the particular registration, he can as well sign the notice of 
opposition himself. To require such a power would be to de- 
feat the provisions of the amendment giving the attorney author- 
ity to do so. (Citing, {l’elcome v. Baum, 135 O. G., 895.) 

The allegation that the opponent has made use of the mark 
claimed since a date prior to the applicant’s use thereof, is enough 
to show damage without an allegation that the opponent was the 
first to adopt and use the mark. (Citing, Battle Creek Sanitarium 
Co., Ltd., v. Fuller, 134 O. G., 1229; Underwood Typewriter Co. 
v. A. B. Dick Co., Rep., Vol. I, p. 35.) (*) 

An importer of goods under a foreign trade-mark has a 
standing to oppose the registration of the mark by another since 
if the application for registration were granted, the registrant 
might file the mark in the custom house, under Section 27 of the 
trade-mark law and prevent the importation of the goods. This 
fact is sufficient to give the importer an interest in the subject- 
matter that will support an opposition. It is enough that the 
notice of opposition alleges the importation of brushes bought 
from the Imperial Brush Factory since the year 1891 under the 
mark in question. It is not necessary to allege that the mark is 


(1) Imperial Brush Factory v. George Borgfeldt & Co., February 20, 
IQII. 
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the property of the Imperial Brush Factory and a demurrer 
will not lie for the absence of such an allegation. (*) 

[The application to which the opposition was filed in this case was 
the same as that opposed in the case last above cited. Taking these two 
cases together, it appears that not only the owner of a trade-mark sought 
to be appropriated, but also one who imports goods under that mark may 
oppose the registration of the mark in the patent office by another.] 

A demurrer may be interposed as a matter of right to an 
amended notice of opposition before an answer or plea is inter- 
posed and such a demurrer should be considered on the merits 
and should not be overruled for the alleged reason that all the 
grounds urged might and should have been urged against the 
original notice of opposition upon the demurrer which was in- 
terposed to such notice and sustained. (2) 

A notice of opposition once filed can not be dismissed with- 
out prejudice on motion of the opponent and against the objec- 
tion of the applicant, but must proceed to judgment and the 
matter be finally disposed of. Otherwise should it be necessary 
to republish the mark, a new notice of opposition might be filed 
and the applicant be again put to the trouble and annoyance of 
defending his right to the mark. (*) 

A formal withdrawal of a notice of opposition accompanied 
by a formal abandonment of his application by the applicant may 
be allowed and the proceeding thereby terminated. (+) 


Ground for Cancellation. 


An application to cancel the trade-mark “Autolene’” on the 
ground that the registrant permits the use of the mark by others 
in fraud upon the public is not sustained by proof that the mark 
is used by a subsidiary distributing company of the registrant. (>) 

(1) Arai & Briesen v. George Borgfeldt & Co., February 20, 1911. 


> 


(2) La Grange Mills v. Daniels & Pickering Co., February 10, 1911 
(3) Cravennette €o0. v. Rogers & Thompson, July 14, 1911. 

(4) Sheffield Cutlery Co. v. Sheffield Car Co., July 20, 1911. 

(5) Crescent Oil Co. y. Robinson, June 15, 1911. 
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Opposition Proceedings. 


A notice of opposition filed within thirty days after publica- 
tion of the mark in the official gazette signed by an attorney au- 
thorized to practice before the patent office and subsequently and 
within a reasonable time, verified by an officer of the opponent 
company and accompanied by a power of attorney simultaneously 
executed, giving to the attorney by whom the opposition was 
signed power to file an opposition to the application in question 
and ratifying the act of the attorney in so doing, is properly filed. 
The notice of opposition need not allege the authority of the 
attorney to act in such a case. The office will assume such au- 
thority on the part of any attorney admitted to practice there. 
A notice of opposition thus filed is not demurrable because it 
fails to allege the authority of the attorney to file it. If the 
opponent were required to give a power of attorney to oppose 
the particular registration, he can as well sign the notice of 
opposition himself. To require such a power would be to de- 
feat the provisions of the amendment giving the attorney author- 
ity to do so. (Citing, {elcome v. Baum, 135 O. G., 895.) 

The allegation that the opponent has made use of the mark 
claimed since a date prior to the applicant’s use thereof, is enough 
to show damage without an allegation that the opponent was the 
first to adopt and use the mark. (Citing, Battle Creek Sanitarium 
Co., Ltd., v. Fuller, 134 O. G., 1229; Underwood Typewriter Co. 
v. A. B. Dick Co., Rep., Vol. I, p. 35.) (*) 

An importer of goods under a foreign trade-mark has a 
standing to oppose the registration of the mark by another since 
if the application for registration were granted, the registrant 
might file the mark in the custom house, under Section 27 of the 
trade-mark law and prevent the importation of the goods. This 
fact is sufficient to give the importer an interest in the subject- 
matter that will support an opposition. It is enough that the 
notice of opposition alleges the importation of brushes bought 
from the Imperial Brush Factory since the year 1891 under the 
mark in question. It is not necessary to allege that the mark is 


(1) Imperial Brush Factory v. George Borgfeldt & Co., February 20, 
1QKl. 
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the property of the Imperial Brush Factory and a demurrer 
will not lie for the absence of such an allegation. (1) 


|The application to which the opposition was filed in this case was 
the same as that opposed in the case last above cited. Taking these two 
cases together, it appears that not only the owner of a trade-mark sought 
to be — priated, but also one who imports goods under that mark may 
oppose the registration of the mark in the patent office by another. ] 

A demurrer may be interposed as a matter of right to an 
amended notice of opposition before an answer or plea is inter- 
posed and such a demurrer should be considered on the merits 
and should not be overruled for the alleged reason that all the 
grounds urged might and should have been urged against the 
original notice of opposition upon the demurrer which was in- 
terposed to such notice and sustained. (7) 

A notice of opposition once filed can not be dismissed with- 
out prejudice on motion of the opponent and against the objec- 
tion of the applicant, but must proceed to judgment and the 
matter be finally disposed of. Otherwise should it be necessary 
to republish the mark, a new notice of opposition might be filed 
and the applicant be again put to the trouble and annoyance of 
defending his right to the mark. (*) 

A formal withdrawal of a notice of opposition accompanied 
by a formal abandonment of his application by the applicant may 
be allowed and the proceeding thereby terminated. (+) 


Ground for Cancellation. 


An application to cancel the trade-mark “Autolene” on the 
ground that the registrant permits the use of the mark by others 
in fraud upon the public is not sustained by proof that the mark 
is used by a subsidiary distributing company of the registrant. (°) 

(1) Arai & Briesen vy. George Borgfeldt & Co., February 20, 1911. 

(2) La Grange Mills v. Daniels & Pickering Co., February 10, 1911. 

(3) Cravennette €0. v. Rogers & Thompson, July 14, 1911. 


(4) Sheffield Cutlery Co. v. Sheffield Car Co., July 20, 191. 
(5) Crescent Oil Co. vy. Robinson, June 15, 1911. 


